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UNITED STATES DISTRICT COURT 

DISTRICT OF MINNESOTA 

 

 

 

3M INNOVATIVE PROPERTIES 

COMPANY and 3M COMPANY, 

 

  Plaintiffs, 

 

vs. 

 

ENVISIONWARE, INC., 

 

 Defendant. 

 

 

 

  

 

Civil No. 09-cv-01594-ADM-FLN   

 

PLAINTIFFS’ MEMORANDUM IN 

SUPPORT OF A MOTION FOR A 

PROTECTIVE ORDER 

INTRODUCTION 

The parties have reached agreement on almost every provision of a proposed 

protective order in this case.  However, 3M is forced to bring this motion for entry of its 

version of the protective order because EnvisionWare has refused to agree that 3M 

litigation managers Kevin Rhodes and Hildy Bowbeer can have access to Attorneys’ 

Eyes Only information under a proposed protective order.  EnvisionWare makes this 

objection even though judges in the District of Minnesota have repeatedly ruled in prior 

patent cases that Mr. Rhodes and Ms. Bowbeer —and other 3M lawyers in the same 

situation—can have access to such information.  See, e.g., 3M Co. v. Reflexite Corp., 

2003 U.S. Dist. LEXIS 27891 (D. Minn. Aug. 20, 2003) (granting access to the highest 

levels of confidentiality to Hildy Bowbeer and Gary Griswold (former president of 3M 

Innovative Properties Company and Kevin Rhodes’ predecessor));  3M Co. v. Moldex-

Metric, Inc., Civil No. 03-5292-MJD/JGL (D. Minn. Feb. 18, 2005) (Dkt. 88) (granting 
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access to the highest levels of confidentiality to Kevin Rhodes); 3M Co. v. Acco Brands, 

Inc., Civil No. 02-cv-04891-JRT-AJB (D. Minn. Aug. 20, 2003) (Dkt. 35) (granting 

access to the highest levels of confidentiality to Hildy Bowbeer and Gary Griswold).
1
  

In addition, Mr. Rhodes and Ms. Bowbeer have been included in the highest tiers 

of protective orders in dozens of other cases in this district without any objection by 

opposing parties that compete directly with 3M.  See, e.g., Kenric J. Olson v. 3M 

Company and 3M Innovative Properties Company, Civil No. 08-5032-DWF/FLN (D. 

Minn. April 14, 2009) (Dkt. 18); 3M Innovative Properties Company and 3M Company 

v. Louis M. Gerson, Civil No. 08-4960-JRT/FLN (D. Minn. Feb 27, 2009) (Dkt. 30); 3M 

Innovative Properties Company and 3M Company v. Illinois Tool Works, Civil No. 06-

2459 JRT/FLN (D. Minn. Jan. 11, 2007) (Dkt. 23); 3M Innovative Properties Company 

and Cuno Inc v. Clorox Co., Civil No. 0:06-cv-3540 ADM/AJB (D. Minn. Jan. 4, 2007) 

(Dkt. 32); Prokop Int’l and Prokop Labs, LLC v. 3M Company and Office Max N. Am. 

Inc., Civil No. 06-3266 (JNE-SRN) (D. Minn. Sept. 22, 2006) (Dkt. 49); 3M Innovative 

Properties Co. v. Barton Nelson Inc., Civil No. 02-3591 (D. Minn. May 5, 2003) (Dkt. 

24); 3M Innovative Properties Company and 3M  Co. v. Avery Dennison Corp., Civil No. 

01-CV-1781 (D. Minn. Feb. 20, 2002) (Dkt. 61).
2
     

 Moreover, arguments that EnvisionWare has made during the meet and confer 

process to support exclusion of Mr. Rhodes and Ms. Bowbeer have been specifically 

rejected by this Court.  For example, EnvisionWare argues that because EnvisionWare 

                                                 
1
 These orders are attached as Exs. 1 & 2 to Declaration of Andrew F. Johnson, April 26, 

2010 (Hereinafter ―Johnson Decl.‖). 
2
 Johnson Decl., at Exs. 3-9.  
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does not have its own in-house counsel then no counsel within 3M should be permitted 

access to Attorneys’ Eyes Only information.  This exact argument was rejected by this 

Court in 3M Co. v. Reflexite Corp., 2003 U.S. Dist. LEXIS 27891 *6 (D. Minn. Aug. 20, 

2003) (granting motion permitting 3M in-house counsel access to confidential 

information despite an argument that doing so is ―one-sided‖) and  3M Co. v. Moldex-

Metric, Inc., Civil No. 03-5292-MJD/JGL (D. Minn. Feb. 18, 2005) (Dkt. 88 at 5-6) 

(granting access to Ms. Bowbeer because she is not involved in competitive 

decisionmaking and denying access to Moldex in-house counsel who was involved in 

competitive decisionmaking).      

 Finally, 3M in-house counsel have an unblemished record of compliance with 

protective orders.  Courts and parties have trusted 3M litigation managers to abide by 

protective orders in dozens of cases.  There is not a single case in which a party has even 

suggested that Mr. Rhodes, Ms. Bowbeer, or any other 3M lawyer has violated a 

protective order.  These are experienced, careful lawyers who are members of the bar in 

Minnesota working at a company that itself relies on protective orders to protect 3M’s 

most valuable information in case after case.  

 Given this uniform authority—which 3M has provided to EnvisionWare during 

the meet and confer process—EnvisionWare has no legitimate legal or factual basis for 

objecting to Mr. Rhodes and Ms. Bowbeer.  EnvisionWare’s motion appears to be based 

on unjustified fears, certainly not on the law and facts.  For these reasons, 3M asks the 

Court to enter its version of the proposed protective order.   
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ARGUMENT 

A. The Parties Have Negotiated and Agreed Upon All Substantial Terms of the 

Protective Order 

For nearly four months, the parties have been in the process of negotiating the 

terms of a protective order.  (Johnson Decl., at ¶ 11, Ex. 10.)  The good news is that the 

parties have reached agreement on almost every provision of a proposed protective order.  

Because of the competitively sensitive information at issue in this patent case, the parties 

agree that a two-tier protective order is appropriate, one that gives the parties the ability 

to designate confidential information as either ―Confidential‖ or ―Confidential – 

Attorneys’ Eyes Only.‖ (Johnson Decl., at ¶ 12.)  The parties have also reached 

agreement on how each of the designated categories of information should be defined.  

(Id.)  Additionally, the parties have agreed that certain designated employees of each 

party will be permitted to view information designated  as ―Confidential.‖  (Id.)  In sum, 

the parties have reached agreement on every provision of the protective order, except that 

EnvisionWare has thwarted a final agreement by refusing to allow two 3M in-house 

litigation counsel, Mr. Rhodes and Ms. Bowbeer, to review information designated as 

Confidential – Attorneys’ Eyes Only.   

B. Mr. Rhodes and Ms. Bowbeer Are Routinely Granted Access to Protected 

Information at the Highest Designation  

 

This Court and courts around the country have routinely granted Mr. Rhodes and 

Ms. Bowbeer access to information at the highest tier of protective orders.  Mr. Rhodes is 

President of 3M Innovative Properties Company (―3M IPC‖) and Chief Intellectual 

Property Counsel. (Declaration of Kevin Rhodes, 26 April, 2010 (hereinafter ―Rhodes 
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Decl.‖), at ¶ 1.)  He is admitted to practice in the State of Minnesota and the United 

States District Court for the District of Minnesota as well as several other United States 

District Courts, the Court of Appeals for the Federal Circuit, and the United States 

Supreme Court.  (Id.)  Mr. Rhodes serves on the Boards of Directors of the Intellectual 

Property Owners Association, the Intellectual Property Owners Association Educational 

Foundation, and the William Mitchell College of Law Intellectual Property Institute.  He 

is also a member of the American Intellectual Property Law Association and the 

American Bar Association Section on Intellectual Property Law. (Id., at ¶ 3.)  Prior to 

joining 3M Innovative Properties Company, Mr. Rhodes practiced in the area of 

intellectual property litigation for ten years at the law firm of Kirkland & Ellis in 

Chicago, Illinois. (Id., at ¶ 4.)   

Ms. Bowbeer is employed by 3M IPC as Assistant Chief Intellectual Property 

Counsel – Litigation. (Declaration of Hildy Bowbeer, 26 April, 2010 (hereinafter 

―Bowbeer Decl.‖), at ¶ 1.)  She is admitted to practice in the State of Minnesota, the 

United States District Court for the District of Minnesota, as well as several United States 

Circuit Courts of Appeal and the United States Supreme Court.  (Id.)  Ms. Bowbeer is 

Chair of the Board of Directors for the Minnesota Continuing Legal Education Section of 

the Minnesota State Bar Association; Chair of the Arbitration and Mediation Committee 

for the Intellectual Property Owners Association; and a member of the Sedona 

Conference Working Group on Electronic Document Retention and Production. (Id., at ¶ 

2.)  Prior to joining 3M Innovative Properties Company, Ms. Bowbeer practiced in the 
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area of products liability litigation for 17 years at the law firms of Bowman and Brooke 

and Gray, Plant, Mooty, Mooty, & Bennett.  (Id., at ¶ 3.) 

 Mr. Rhodes and Ms. Bowbeer direct and manage intellectual property litigation in 

which 3M IPC is a party and where 3M enforces its patent rights.  (Rhodes Decl., at ¶ 6); 

(Bowbeer Decl., at ¶ 5.)  Their duties consist of developing 3M’s litigation and settlement 

strategy, retaining and managing outside counsel, supervising litigation activities, 

assisting in the preparation for trial, and making litigation recommendations to 3M 

executives.  (Rhodes Decl., at ¶ 7); (Bowbeer Decl., at ¶ 5.)  They do not have any 

competitive business making authority relevant to this case, and they do not prosecute 

patents.  (Rhodes Decl., at ¶ 9); (Bowbeer Decl., at ¶ 8.)  In order to effectively manage 

litigation and perform their jobs, Mr. Rhodes and Ms. Bowbeer must have access to 

information designated Confidential – Attorneys’ Eyes Only.  (Rhodes Decl., at ¶ 7); 

(Bowbeer Decl., at ¶ 6.)   

Throughout their careers, Mr. Rhodes and Ms. Bowbeer have routinely been 

granted access to information designated at the highest levels of confidentiality under 

protective orders.  3M has attached to this Memorandum nine protective orders entered 

by this District allowing 3M attorneys in the positions held by Mr. Rhodes and Ms. 

Bowbeer access to the highest levels of confidential information.  (Johnson Decl., at Exs. 

1-9); (Rhodes Decl., at ¶ 8); (Bowbeer Decl., at ¶ 6.)  In fact, 3M is not aware of any 

instance in which Mr. Rhodes or Ms. Bowbeer has ever been denied access to such 

information under a protective order once access had been requested. (Rhodes Decl., at ¶ 

8); (Bowbeer Decl., at ¶ 6.)  Parties and courts throughout the country have trusted Mr. 
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Rhodes and Ms. Bowbeer to follow their ethical obligations not to disclose or 

impermissibly use confidential information obtained under a protective order.  Still more, 

no party in any other case has ever suggested that Mr. Rhodes or Ms. Bowbeer treated 

protected information in a manner inconsistent with the provisions of the protective 

order. (Rhodes Decl., at ¶ 8); (Bowbeer Decl., at ¶ 6.). 

C.   Mr. Rhodes and Ms. Bowbeer Are Entitled to Access Under the Law 

When determining issues of access under protective orders, courts focus on the 

―factual circumstances surrounding each individual counsel’s activities, association, and 

relationship with a party.‖  U.S. Steel Corp. v. United States, 730 F.2d 1465, 1468 (Fed. 

Cir. 1984).  Importantly, an attorney’s status as either in-house or outside counsel has no 

bearing on the analysis.  Medtronic, Inc. v. Guidant Corp., 2001 U.S. Dist. LEXIS 22805, 

8-9 (D. Minn. Dec. 19, 2001).  As this Court has emphasized, ―The Court will not assume 

that in-house counsel are less likely than outside counsel to comply with this requirement 

regarding disclosing information to Defendant.‖  Id.  Instead, courts focus on whether 

there is an unacceptable risk of inadvertent disclosure of the information accessed under 

the protective order.  The analysis regarding the risk of inadvertent disclosure is based on 

the duties of the individual attorney seeking access to confidential information, not on the 

attorney’s status of either in-house or outside counsel.  U.S. Steel Corp. v. United States, 

730 F.2d 1465, 1468 (Fed. Cir. 1984) (―Whether an unacceptable opportunity for 

inadvertent disclosure exists, however, must be determined, as above indicated, by the 

facts on a counsel-by-counsel basis, and cannot be determined solely by giving 

controlling weight to the classification of counsel as in-house rather than retained.‖).  A 
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party without in-house counsel cannot object to access by the in-house counsel of the 

opposing party on the basis that such access would be ―one-sided.‖  See 3M Co. v. 

Reflexite Corp., 2003 U.S. Dist. LEXIS 27891 *6 (D. Minn. Aug. 20, 2003) (granting 

motion permitting 3M in-house counsel access to confidential information despite an 

argument that doing so is ―one-sided‖).  

In determining whether an in-house attorney should be granted access to 

confidential information and whether an unacceptable risk of inadvertent disclosure 

exists, courts consider factors such as the nature and complexity of the litigation and 

whether the in-house attorney is involved in the employer-litigant’s ―competitive 

decisionmaking.‖ Volvo Penta of the Ams., Inc. v. Brunswick Corp., 187 F.R.D. 240, 242 

(E.D. Va. 1999) (citing Brown Bag Software v. Symantec Corp., 960 F.2d 1465, 1470 

(9th Cir. 1991)).  Much emphasis has been placed on the last factor—whether the in-

house attorney is involved in competitive decisionmaking.  See U.S. Steel Corp. v. United 

States, 730 F.2d 1465, 1468 n.3 (Fed. Cir. 1984) (noting that ―competitive 

decisionmaking‖ refers to the in-house counsel’s role, if any, in making company 

decisions that affect contracts, marketing, employment, pricing, product design, or ―any 

or all of the client’s decisions . . . made in light of similar or corresponding information 

about a competitor.‖).   

Under these principles, there is no question that Mr. Rhodes and Ms. Bowbeer 

should be permitted to see Attorneys’ Eyes Only information.  Both lawyers are deeply 

involved in developing 3M’s litigation and settlement strategy, retaining and managing 

outside counsel, supervising litigation activities, assisting in the preparation for trial, and 
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making litigation recommendations to 3M executives.  (Rhodes Decl., at ¶ 7); (Bowbeer 

Decl., at ¶ 6.)  Thus, it is imperative that they have full access to the evidence produced 

by EnvisionWare in order for them to perform their jobs.  At the same time, Mr. Rhodes 

and Ms. Bowbeer are not involved in competitive decisionmaking relevant to this case.  

Their duties are wholly unrelated to pricing, sales, advertising, marketing, product design, 

vendor selection, or hiring of technical employees.  (Rhodes Decl., at ¶ 9); (Bowbeer 

Decl., at ¶ 8.)   

Thus, the duties of Mr. Rhodes and Ms. Bowbeer are such that any risk of 

inadvertent disclosure of confidential information is outweighed by their need for access 

to the information.  See, e.g., 3M Co. v. Reflexite Corp., 2003 U.S. Dist. LEXIS 27891*4 

(D. Minn. Aug. 20, 2003) (―In-house counsel should not be denied access to confidential 

information unless the risk of inadvertent disclosure by the attorney of the protected 

information outweighs the need for the attorney to have access to the information.‖); 3M 

Co. v. Moldex-Metric, Inc., Civil No. 03-5292-MJD/JGL (D. Minn. Feb. 18, 2005) (Dkt. 

88 at 5) (attached at Johnson Decl., Ex. 1) (―In-house counsel, just as outside counsel, are 

ordinarily privy to confidential information under a protective order, unless their business 

related duties make it likely that they will inadvertently disclose such information.‖) 

Furthermore, the risk of inadvertent disclosure is minimized by the fact that Mr. 

Rhodes and Ms. Bowbeer are employed by 3M Innovative Properties Company as 

opposed to 3M Company.  See, e.g., 3M Co. v. Reflexite Corp., 2003 U.S. Dist. LEXIS 

27891, 5-6 (D. Minn. Aug. 20, 2003) (―The risk of inadvertent disclosure is minimal 

because Griswold [Mr. Rhodes’ predecessor], Bates and Bowbeer are not involved in 
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competitive decisionmaking at 3M.  None of them set pricing of products or services sold 

by the Business Unit, direct or control sales, advertising or marketing of products or 

services sold by the Business Unit or design product sold by the Business Unit. In fact, all 

three work solely in litigation for 3M Innovative Properties Company, rather than 3M 

Company itself.  None of them prepare or prosecute patent applications for 3M.‖) 

(emphasis added).    

3M also notes that its proposed protective order contains numerous provisions to 

minimize the risk of inadvertent disclosure.  For example, the protective order includes 

the standard language from the Court’s model protective order for patent cases (Form 5 

of the Local Rules) prohibiting the use of the confidential information ―for competitive 

purposes or the prosecution of additional intellectual property rights.‖  3M has also 

agreed to include a two-year prosecution bar on Mr. Rhodes and Ms. Bowbeer, a measure 

not found in Form 5.   

In sum, Mr. Rhodes and Ms. Bowbeer have central roles in managing 3M’s 

litigation strategy and advising 3M’s senior management and are not involved in 

competitive decisionmaking relevant to this litigation.  Their need to view the 

information far outweighs any risk of inadvertent disclosure.  3M requests that the Court 

enter a protective order granting Mr. Rhodes and Ms. Bowbeer access in the same 

manner as that afforded 3M’s outside counsel.   

D. EnvisionWare’s Reasons for Exclusion Are Baseless 

EnvisionWare’s apparent reasons for excluding Mr. Rhodes and Ms. Bowbeer 

from accessing the information required to litigate this matter are unsupported by law.  
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First, the argument that 3M should be denied the ability to receive informed counsel from 

its in-house litigation managers simply because EnvisionWare does not have in-house 

counsel has been firmly rejected by this Court.  As Judge Boylan concluded in 3M v. 

Reflexite, ―Reflexite maintains that access given to 3M in-house attorneys is one-sided 

because it has no in-house counsel. . . .  To allow Reflexite’s argument to succeed would 

make status as in-house counsel the sole basis for denial of access which is 

impermissible.‖ 3M Co. v. Reflexite Corp., 2003 U.S. Dist. LEXIS 27891 *6 (D. Minn. 

Aug. 20, 2003); see also 3M Co. v. Moldex-Metric, Inc., Civil No. 03-5292-MJD/JGL (D. 

Minn. Feb. 18, 2005) (Dkt. 88 at 5-6) (granting access to Hildy Bowbeer of 3M who is 

not involved in competitive decisionmaking and denying access to Moldex in-house 

counsel who was involved in competitive decisionmaking).  

Second, EnvisionWare wants to exclude Mr. Rhodes and Ms. Bowbeer from 

Attorneys’ Eyes Only information because of a concern that different lawyers at 3M will 

continue to prosecute patents in this technical space.  However, the protective order 

specifically requires that no confidential information shared in this litigation can be used 

for any purpose outside of the litigation.  Moreover, even though Mr. Rhodes and Ms. 

Bowbeer have no role in the prosecution of patents in the relevant area, 3M has agreed to 

the application of a two-year prosecution bar to Mr. Rhodes and Ms. Bowbeer.  Given 

these precautions, EnvisionWare’s continued attempts to further single out Mr. Rhodes 

and Ms. Bowbeer and prohibit their access to information simply is improper.  See Volvo 

Penta of the Ams., Inc. v. Brunswick Corp., 187 F.R.D. 240, 244 (E.D. Va. 1999) 

(granting access based on in-house counsel’s ―unrebutted affidavit averring that she does 
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not participate in competitive decisionmakng . . . and since [defendant] has represented 

that [it] needs her to prepare this litigation.‖).   

CONCLUSION 

For each of the foregoing reasons, 3M respectfully requests that this Court enter 

the [Proposed] Protective Order 3M has submitted. 
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Dated: April 26, 2010 s/ Theodore M. Budd 

 
David J. F. Gross (No. 208772) 

James W. Poradek (No. 290488) 

Theodore M. Budd (No. 314778) 

Christopher J. Burrell (No. 386475) 

Andrew F. Johnson (No. 389331) 

FAEGRE & BENSON LLP 

2200 Wells Fargo Center 

90 South Seventh Street 

Minneapolis, Minnesota 55402-3901 

Telephone:  (612) 766-7000 

Fax:  (612) 766-1600 

Email: dgross@faegre.com; 

jporadek@faegre.com; tbudd@faegre.com; 

cburrell@faegre.com; 

ajohnson@faegre.com 

 

Kevin H. Rhodes (No. 0318115) 

Peter L. Olson (No. 0221491) 

3M INNOVATIVE PROPERTIES  

COMPANY 
3M Center 

P.O. Box 33427  

Saint Paul, MN 55144 

Telephone: (651) 736-4533 

Fax: (651) 737-2948 

Email: krhodes@mmm.com; 

plolson4@mmm.com 

 

Attorneys for Plaintiffs 3M Innovative 

Properties Company and 3M Company 
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